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PLEASE NOTE: THIS FACSIMILE NUMBER IS TO BE USED ONLY 
FOR RESPONSES TO RESTRICTIONS. 

COMMENTS: 



ir YOU HAVE HOT RECEIVED aU. THE PAGES OF THIS TRANSMISSION. PLEASE CONTACT THE ATTORNEY AT THU 
TtLEPHONE NUMBER LISTOO AOOVE 

IN COMPl.lANCF. WITH 1096 OG 30 . THE FIUNG DaTE ACCORDED EACH OFHCIAU FAX TRANSMISSION WILL BE 
DETERMINED BY THE FaX MACHINE DATE STAMP FOUND ON THF, LaST PaGE OF THE TRANSMISSION, UNLESS THaT 
Date is a SATURDAY. SUNDAY. OR FF.DF.RaL HOUDaY WfTHlN THE DISTRICT OF COLUMBIA. IN WHICH CaSF. THE 
OFFICIAL DAl>; OF RECEIPT WILL BE THE NEXT BUSINESS DaY. 



Tlir. DOCUMENT(S) ACCOMrANYINQ THIS FACSIMILE TRANSMISSION CONTAIN(S) INFORMATION FROM THE UNITED 
S TATES patent and TRADEMARK OFFICE WHICH IS CONFIDENIUL AND/OR LEGALLY PRJVtLEOED. THIS 
INFORMATION IS FOR THE USE OF THE I>fDlviDUAL OR FIRM NAMED ON THIS SHEET. IF YOU ARE NOT THE INTENDED 
RECIPIENT. YOU ARE HEREBY NOTTHED THaT ANY DISCLOSURE. COPYING. DISTRIBUTION. OR THE TAKING OF ANY 
ACTION IN RELIANCE ON THE CONTENTS OF THIS INFORMATION IS STRICTLY PROMBITED. THE DOCUMENTS SHOULD 
BE RETURNED TO THE PaTEI^T AND TRADEMARK OFFICE IMMEDIATELY. IF THIS FACSIMILE IS RECEIVED IN ERROR. 
PLEASE NOTIFY THE ATTORNEY LISTED HEREON IMMEDIATELY. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFHCE 



Applicants 


Barry V.L. Potter, et al. 


Serial No. - 09/868,348 


Filing Dale: June 15, 2001 


An Unit: 1623 


Examiner: Josephine Young 


Invention Tide 


Cyclic Adenosine Diphosphate Ribose Ana- 
logues for Modulating T Cell Activity 



Commissioner of Patents 
and Trademarks 
Washington, DC 20231 



Reply to a Restriction Requirement Under PCT Rule 13.1 and 35 U.S,C. U 121 and 372 
Dear Sir: 

Please consider the remarks thai follow, sent in response to a Restriction Requirement 
dated 30 October 2002. 

REMARKS 

Claims 1 to 5, 8, 15, and 23 to 31 are pending in ihis application, which relates 
primarily to compounds such as cyclic adenosine diphosphate ribose analogues capable of 
antagonizing a sustained cADPR-mediaied rise in intracellular Ca"^^ levels in a T ceil in 
response to stimulation of the T cell receptor/CD3 complex of the T cell, methods of 
identifying these, and their use in modulating T cell activity. 

In the above-referenced communication from the Patent Office, the Examiner required 
restriction between what were perceived as the following three groups of inventions: 




T hereby cenify that this correspoadeace is today being facsimile iransmicied to ihc U.S. Patent 
Of&ce's restriction election ^csimile number for the an tinit, 703-308-43 IS, on the date shown 
below. 



December 2, 2CK)2 
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Group I (claims 1 lo 5. 8, 19 to 22, and 23 to 28), drawn lo methods for 
modulating T cell activation in vivo or ex vivo by modulating a sustained rise in Ca ' - 
entry via a cADPR-mediated pathway, and for treating related diseases; 

Group n (claims 29 to 31), drawn to methods for identifying a substance 
capable of modulating a sustained rise in Ca*^ entry via a cADPR-mediated pathway; and 

Group in (claim 15), drawn to compounds identified using the assay of Group 

II. 

Applicants elect with traverse group I directed to methods of modulating T cell 
activation. The requirement is traversed because Applicants do not agree with the Exami- 
ner's assessment that the claims "do not relate to a single general inventive concept under 
PCT Rule 13. r as set out in the Office Action. All three groups exhibit a unity of 
invention under PCT Rule 13,2 because there is a technical relationship among the 
claimed inventions, as they all recite the same functional properties related to T cell 
activation. The Office Action asserts that all the groups "have no common special 
technical feanire", citing, for example, WO 98/43992 to Galione. et aL, published 8 
October 1998. This appears to be a rejection on the merits rather than support for a 
restriction requirement. Applicants believe they have made a contribution over the prior 
art for the invention as a whole, directed to cyclic adenosine diphosphate ribose analogues 
and the like compounds that exhibit unique functional properties set out in the claims. 

Thus, the claims have "a community of properties justifying their grouping 
which [is] not repugnant to principles of scientific classification" under U.S. restriction 
practice [In re Hamish. 631 F.2d 716, 206 U.S.P.Q. 300, 305, (C.C.P.A. 1980)1, and 
are "so linked as to form a single general inventive concept" as set down in PCT Rules 
13.2, 13.3, and 13.4. In general, in the U.S. an Applicant has a "right to define what he 
regards as his invention as he chooses, so long as his definition is distinct" [ibid.]. That 
court and its successors have long recognized the advantages to the public interest in 
permitting Applicants to claim all aspects of the invention so as lo encourage the making 
of a more detailed disclosure of all aspects of their discovery. The inventions are not 
"separate and distinct" as required by 37 C.F.R. § 1.141 (a). 
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We believe the constitutional purpose of the patent system is promot- 
ed by encouraging applicants to claim, and therefore to describe in the 
manner required by 35 U.S.C. § 112, all aspects of what they regard 
as their inventions, regardless of the number of statutory classes 
involved. 



A search of compounds exhibiting unique T cell activating properties set out in 
the Group I claims should lead to the references applicable to the other groups and should 
not be an undue burden for examination purposes. Moreover, requiring Applicants to pay 
filing fees, prosecution costs, issue fees, and maintenance fees for three patents for one 
invention directed to the use of similar compounds is an imdue burden for Applicants, 
particularly as they are academic inventors having small entity status. For these reasons. 
Applicants respectfully request that the requirement for restriction be withdrawn. 



If the undersigned can advance the prosecution of the application in any way. 



In re Kuehl 177 U.S.P.Q. 250, 256 (C.C.P. A. 1973). 



she is invited to call the undersigned at the number set out below. 



Respectfully submitted, 



December 2, 2002 




Mary M. Krinsky, Registration No. 32,423 
Attorney for Applicants 
79 Trumbull Su-eet 
New Haven, CT 06511-3708 
(203) 773-9544 
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